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Disposition of Claims 
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5) n Claim(s) is/are allowed. 
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DETAILED ACTION 

Claims 22-30, 32-37,39-42 remain pending. 
Claims 31 and 38 have been canceled. 

Response to Arguments 

The Applicants arguments filed on September 8, 2003 have been fully considered. 

The amended claims are rejected in view of the newly discovered references 
Albert et al. (US Patent 5,99 1 ,4 1 0). 
See following rejection. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 22-30, 32-37,39-40, and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kawan (US Patent No 6,442,532) in view of Terranova (US Patent 6,098,879) and further 
view of Rosen, (US Patent 5,953,423) and further view of Albert et al. (US Patent 5,991,410). 

As per claim 22, 

Kawan ('532) discloses a method for paying for goods and services using both a mobile 
radio device and a base telecommunication station which communicates with the mobile radio 
device via electromagnetic waves, the method comprising the steps of 

transmitting data required for payment from the base telecommunication station to the 
mobile radio device;(Column 5, lines 13-21) 

asking a user, at the mobile radio device, for confirmation for the payment; (Column 8, 
lines 28-30, column 6, lines 7-15) 

Kawan ('532) does not expUcitly disclose initiating a payment operation, via the mobile 
radio device, by transmitting payment instruction data upon the confirmation for the payment; 
and transmitting acknowledgement data for the payment operation to the base 
telecommunication station via at least one of the mobile radio device and a telecommunication 
device of one of a financial institution and a bill issuer. Terranova ('879) discloses initiating a 
payment operation, via the mobile radio device, by transmitting payment instruction data upon 
the confirmation for the payment; and transmitting acknowledgement data for the payment 
operation to the base telecommunication station via at least one of the mobile radio device and a 
telecommunication device of one of a financial institution and a bill issuer. (Column 31, lines 23- 
29). It would be obvious to one having ordinary skill in the art at the time the invention was 
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made to combine the Kawan ('532) method with the Terranova ('879) method in order to prevent 
fraudulent transactions from occurring. 

Kawan ('532) does not explicitly disclose transmitting payment instruction data upon 
confirmation of the payment to a telecommunications device of one of a financial institution and 
a bill issuer. Rosen. ('423) discloses transmitting payment instruction data upon confirmation of 
the payment to a telecommunications device of one of a financial institution and a bill 
issuer(Figure 15A). It would be obvious to one having ordinary skill in the art at the time the 
invention was made to combine the Kawan ('532) method with the Rosen. ('423) method in 
order to allow the transaction to be processed by an online banking system. 

Kawan ('532) does not expUcitly disclose writing at least some of the data required for 
payment to a short message memory of a mobile radio device as a readable short message, a 
sender telephone number entered being the telephone number of a telecommunication device of 
one of a financial institution and a bill issuer. Albert et al. ('410) discloses writing at least some 
of the data required for payment to a short message memory of a mobile radio device as a 
readable short message, a sender telephone number entered being the telephone number of a 
telecommunication device of one of a financial institution and a bill issuer (Column 17, lines 43- 
54, Figure 3 [although Albert et al. does not specifically discloses the telephone number of a 
financial institution the examiner contends that the network address of the banking institutions 
wireless network is analogous to the phone number of a banking institution utilizing a SMS 
system]). It would be obvious to one having ordinary skill in the art at the time the invention 
was made to combine the Kawan ('532) method with the Albert et al. ('410) method in order to 
allow the transaction to be processed by an online banking system. 

As per claim 23, 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

wherein the step of initiating a payment of operation includes the mobile radio device 
communicating directly with a telecommunication device of a financial institution. (Column 4, 
lines 53-60). 

As per claim 24 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

herein the step of initiating a payment operation includes the mobile radio device 
transmitting the payment instruction data to the base telecommunication station, and the base 
telecommunication station transmitting the payment instruction data to a telecommunication 
device of a financial institution via a landline network connection, (Column 3, lines 13-26) 

As per claim 25 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 
22, the method further comprising the step of: 

converting, via the mobile radio device, the data received from the base 
telecommunication station into a format which is suitable for a payment operation before 
transmission. (Column 3, lines 34-37) 
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As per claim 26 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 
22, the method further comprising the step of 

authenticating the user of the mobile radio device before the step of initiating the 
payment operation. (Column 8, lines 61-66) 

As per claim 27 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

26, 

wherein the user is authenticated via at least one of a personal identification number entry 
and biometric features. (Column 8, lines 61-66; column 9, lines 1-3) 

As per claim 28 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

wherein an electronic cash register transmits the data required for payment to the base 
telecommunication station. 

As per claim 29 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22. 

Kawan ('532) does not explicitly disclose transmitting, via the base telecommunication 
station, a key generated in one of the base telecommunication station and an associated unit to 
the mobile radio device; transmitting the key, via the mobile radio device, to the 
telecommunication device of one of a financial institution and a bill issuer. Terranova ('879) 
discloses transmitting, via the base telecommunication station, a key generated in one of the base 
telecommunication station and an associated unit to the mobile radio device; transmitting the 
key, via the mobile radio device, to the telecommunication device of one of a financial institution 
and a bill issuer. (Column 31, lines 55-67; column 32, lines 1-9). It would be obvious to one 
having ordinary skill in the art at the time the invention was made to combine the Kawan ('532) 
method with the Terranova ('879) method in order to protect the users identity by authenticating 
the user. 

Official Notice is taken that "transmitting the key to the base telecommunication station 
by the telecommunication device of one of the financial institution and the bill issuer" is 
common and well known in prior art in reference to wireless transactions. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to transmitting 
the key to the base telecommunication station by the telecommunication device of one of the 
financial institution and the bill issuer because this allows authentication of the user. 

As per claim 30 

Kawan ('532) discloses a method for paying for goods and services as claimed in 
Kawan ('532) does not explicitly disclose the key is used at least on particular 
transmission paths to encrypt data which is to be transmitted. Terranova ('879) discloses the key 



Application/Control Number: 09/787,961 Page 5 

Art Unit: 3621 

is used at least on particular transmission paths to encrypt data which is to be 
transmitted(Column 30, lines 39-44). It would be obvious to one having ordinary skill in the art 
at the time the invention was made to combine the Kawan ('532) method with the Terranova 
('879) method in order to protect the users identity. 

As per claim 32 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

Kawan ('532) does not expHcitly disclose transmitting a short message containing data 
required for payment to the telecommunciation device of one of the financial institution and the 
bill issuer after the short message has been read and after appropriate confirmation by the user. 
Albert et al. ('410) discloses transmitting a short message containing data required for payment 
to the telecommunciation device of one of the financial institution and the bill issuer after the 
short message has been read and after appropriate confirmation by the user (Column 17, lines 43- 
54, Figure 3 [although Albert et al. does not specifically discloses the telephone number of a 
financial institution the examiner contends that the network address of the banking institutions 
wireless network is analogous to the phone number of a banking institution utilizing a SMS 
system]). It would be obvious to one having ordinary skill in the art at the time the invention 
was made to combine the Kawan ('532) method with the Albert et al. ('410) method in order to 
allow the transaction to be processed by an online banking system. 

Kawan ('532) does not explicitly disclose the feature of "automatically transmitting " the 
examiners contends that the mere automation of a process does not establish novelty {In re 
Venner, 120USPQ 192,194) 

As per claim 33 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

Kawan ('532) does not explicitly disclose the mobile radio device and the 
telecommunication device of one of a financial institution and a bill issuer communicate on the 
basis of a mobile radio standard. Terranova ('879) discloses the mobile radio device and the 
telecommunication device of one of a financial institution and a bill issuer communicate on the 
basis of a mobile radio standard. (Column 31, lines 9-25). It would be obvious to one having 
ordinary skill in the art at the time the invention was made to combine the Kawan ('532) method 
with the Terranova ('879) method in order to promote interoperability of commercial systems. 

As per claim 34 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

29. 

Kawan ('532) does not explicitly disclose comparing the transmitted key with a key 
stored in one of the base telecommunication station and an associated unit; and providing at least 
one of goods and services upon a successful comparison between the transmitted key and the key 
stored. Terranova ('879) discloses comparing the transmitted key with a key stored in one of the 
base telecommunication station and an associated unit; and providing at least one of goods and 
services upon a successful comparison between the transmitted key and the key stored. (Column 
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3 1 , lines 9-25). It would be obvious to one having ordinary skill in the art at the time the 
invention was made to combine the Kawan ('532) method with the Terranova ('879) method in 
order to prevent fraudulent transactions from occurring. 

As per claim 35 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

29. 

Official Notice is taken that "the key is transmitted together with at least one of data 
required for the payment operation and acknowledgement data for the payment operation " is 
conraion and well known in prior art in reference to wireless transactions. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to transmitting 
the key to the base telecommunication station by the telecommunication device of one of the 
financial institution and the bill issuer because this allows authentication of the user. 

As per claim 36 

Kawan ('532) discloses a method for paying for goods and services as claimed in claim 

22, 

wherein the data required for payment includes at least one of a sum of money which is 
to be paid, a name for the goods to be paid for, a name for the service to be paid for, a recipients 
account number, a bank sort code, a purpose of use, a customer (Column 6, lines 39-57). 

As per claim 37 

Kawan ('532) discloses a system for securely paying for goods and services, comprising: 

a base telecommunication station having a radio device for transmitting data required for 
payment to a mobile radio device and for receiving data from the mobile radio device;the mobile 
radio device which includes a reception device for receiving the data transmitted by the base 
telecommunication station,(Column 5, lines 13-21) 

an interrogation device connected to the reception device for requesting confirmation for 
the payment,(Column 8, lines 28-30) 

wherein the mobile radio device further includes a conversion device, connected to a 
reception device, for converting the data received into a format which is suitable for a payment 
operation (Figure 1 [obviously there is a conversion of data between a wireless format and a 
network format i.e a broadcast signal to a signal on a wire]) 

Kawan ('532) does not exphcitly disclose transmission device connected to the 
interrogation device for transmitting data for at least one of initiating a payment operation and 
transmitting acknowledgement data for the payment operation to the base telecommunication 
station. Terranova ('879) discloses transmission device connected to the interrogation device for 
transmitting data for at least one of initiating a payment operation and transmitting 
acknowledgement data for the payment operation to the base telecommunication station. 
(Column 31, lines 23-29). It would be obvious to one having ordinary skill in the art at the time 
the invention was made to combine the Kawan ('532) method with the Terranova ('879) method 
in order to prevent fraudulent transactions from occurring. 

As per claim 39 
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Kawan ('532) discloses a system for securely paying for goods and services as claimed in 
claim 37, the system further comprising: 

an electronic cash register connected to the base telecommunication station, the electronic 
cash register designed to transmit the data required for payment to the base telecommunication 
station. (Figure 2A). 

As per claim 40 

Kawan ('532) discloses a system for securely paying for goods and services as claimed in 
claim 37, 

Kawan ('532) does not expUcitly disclose a computing device, associated with the base 
telecommunication station, for at least one of producing and verifying a key. Terranova ('879) 
discloses a computing device, associated with the base telecommunication station, for at least 
one of producing and verifying a key. (Column 31, lines 55-67; column 32, lines 1-9). It would 
be obvious to one having ordinary skill in the art at the time the invention was made to combine 
the Kawan ('532) method with the Terranova ('879) method in order to protect the users identity 
by authenticating the user. 

As per claim 42 

Kawan ('532) discloses a system for securely paying for goods and services as claimed in 
claim 37, 

wherein the data required for payment includes at least one of a sum of money which is 
to be paid, a name for the goods which are to be paid for, a name for the services which are to be 
paid for, a recipients account number, a bank sort code, a purpose of use, a customer number, 
and a telephone number of a telecommunication device of one of a financial institution and a bill 
issuer. (Column 6, lines 39-57) 

Allowable Subject Matter 

Claim 41 is objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and any 
intervening claims and complying with double patenting statutes. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

Conclusion 

Examiners note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
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in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry of a general nature or relating to the status of this application or concerning 
this communication or earlier communications from the examiner should be directed to John 
Winter whose telephone number is (571) 272-6713. The Examiner can normally be reached on 
Monday-Friday, 9:30am-5:00pm. If attempts to reach the examiner by telephone are 
unsuccessful, the Examiner's supervisor, James Trammell can be reached at (571) 272-6712. 
Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for pubUshed applications may be 
obtained from either Private PAIR or Public PAIR, Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http: //portal, uspto . go v/ext emal/portal/pair . Should you have questions on access to 
the Private PAIR system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll- 
free). Any response to this action should be mailed to: 



Hand delivered responses should be brought to the Examiner in the Knox Building, 50 
Dulany St. Alexandria, VA. 



Commissioner of Patents and Trademarks 



Washington, D.C. 20231 



or faxed to: 



(703) 305-7687 

"Box AF"] 



[Official communications; including After Final communications labeled 



JMW 

November 27, 2005 




